In the United States Patent and Trademark Office 



In re Appucation Docket No.: M/43212-US-1 

OF: Rosenberg ET AL. Confirmation No.: 4705 

Serial No. 10/539,505 Group Art Unit: 1621 

FILED: January 01, 2006 Examiner: J. Y. Cho 

FoR: Formulation comprising Fenofibric Acid, a Physiologically Ac- 

ceptable Salt or Derivative thereof 



Honorable Commissioner 

for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Submission 

Sir: 

Applicants herewith enclose an Office action, mailing date November 15. 2006. which ap- 
pears to have issued in error. Although the cover page of the Office action specifies the above-identi- 
fied application, page 2 et seq. pertain to Serial No. 10/007,312 oi Hoffmann etal. rather than the 
above identified case. It is also respectfully noted that an Office action pertaining to the above-identi- 
fied application was mailed on October 05. 2006. 

It is respectfully requested that the Office clarify the situation, and that the records of the 
above-identified application be corrected as necessary. Favorable action is solicited. 



Please charge any shortage in fees due in connection with the filing of this paper, including 
Extension of Time fees, to Deposit Account No. 14.1437. Please credit any excess fees to such de- 
posit account. 

Respectfully submitted, 

Nov^^jeDRUCEyppLucA & QUIGG 



Customer No.: 26474 
1300 Eye Street, N.W. 
Suite 400 East Tower 
Washington, D.C. 20005 
(202) 659-0100 

End.: Office action dated November 15, 2006 (original) 
JR/BAS 




United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Oflice 

Address: COMMISSIONER FOR PATENTS 



APPLICATION N 



FIRST NAMED INVENTOR 



I ATTORNEY DOCKET NO. CONFIRMATION NO. 



26474 7590 11/15/2006 

NOVAK DRUCE DELUCA & QUIGG, LLP ft 
1300 EYE STREET NW 

SUITE 400 EAST TOWER , 
WASHINGTON, DC 20005 



X JENNIFER Y 



NOVAK DRUCe - DC date mailed: 11/15/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 





Application No. 


Applicant{s) 




Office Action Summary 


1 1/007 312 


HOFFMANN ET AL. 




Art Unit 






Jennifer Y. Clio 


1621 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION, 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, how/ever, may a reply be timely filed 
after SIX (6) MONTHS from ttie mailing date ofthis communication. 

- If NO period for reply is specified above, the maximum statutory period m\\ apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure fo reply VKithin the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)|El This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayie, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) i:20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 0 Ciaim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) IE1 Claim(s) 1:20 are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on _^ is/are: 3)0 accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawlng(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required If the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) n The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of; 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) CH Notice of References Cited (PTO-892) 

2) Q Notice of Diaftsperson s Patent Drav;/ing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date . 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) Office . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Infomial Patent Application 

6) □ Other: . 



, Summary Part of Paper No./Mail Date 20061027 



Application/Control Number: 11/007,312 
Art Unit: 1621 
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DETAILED ACTION 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1 -10 are drawn to a process of preparing an enantiomerically 
enriched N-protected amino acid. 

II. Claims 1 1 -20 are drawn to a process of preparing an enantiomerically 
enriched N-unprotected p- amino acid. 

inventions I and II are directed to related processes of making enantiomerically 
enriched amino acids. The related inventions are distinct if the (1) the inventions as 
claimed are either not capable of use together or can have a materially different design, 
mode of operation, function, or effect; (2) the inventions do not overlap in scope, i.e., 
are mutually exclusive; and (3) the inventions as claimed are not obvious variants. See 
MPEP § 806.05(j). In the instant case, the inventions as claimed have different starting 
materials and make different products. Furthermore, the inventions as claimed do not 
encompass overlapping subject matter and there is nothing of record to show them to 
be obvious variants. 

Because these inventions are independent or distinct for the reasons given 
above and there would be a serious burden on the examiner if restriction is not required 
because the inventions have acquired a separate status in the art due to their 
recognized divergent subject matter, restriction for examination purposes as indicated is 
proper. 
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Art Unit: 1621 

A telephone call was made to Michael Sanzo on November 26, 2006 to request 
an oral election to the above restriction requirement, but did not result in an election 
being made. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jennifer Y. Cho whose telephone number is (571) 272- 
6246. The examiner can normally be reached on Mon-Fri from 9 AM to 6 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman Page, can be reached on (571) 272-0602. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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